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In July 2017, a New York federal court denied as premature artist Richard Prince’s motion to
dismiss photographer Donald Graham’s copyright infringement lawsuit on fair use grounds.[1]
In doing so, the court found that, due to the fact-sensitive nature of the inquiry, courts generally
do not address the fair use defense until at least the summary judgment phase.[2] But two months
later, another federal judge in New York had no problem granting a motion for judgment on the
pleadings on the ground of fair use, finding that while discovery might yield additional
information about the artist’s intent in using the underlying work, such information was
unnecessary to resolve the fair use issue.[3] In light of these disparate decisions, how are litigants
to navigate these murky waters when deciding whether to file a motion to dismiss or a motion for
judgment on the pleadings (so called Rule 12 motions) on fair use grounds? This article analyzes
these and other recent fair use decisions and provides practice pointers for counsel considering
whether to file such a motion.
Rule 12 Motions in the Context of Fair Use
The Copyright Act provides that the fair use of a copyrighted work is not an infringement of
copyright and that reproduction or copying of a copyrighted work is permissible when
undertaken “for purposes such as criticism, comment, news reporting, teaching ... scholarship, or
research.”[4] The Copyright Act sets forth four factors to consider in determining whether a
defendant’s use of a copyrighted work is a fair use: “(1) the purpose and character of the use,
including whether such use is of a commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work; (3) the amount and substantiality of the portion used in
relation to the copyrighted work as a whole; and (4) the effect of the use upon the potential
market for or value of the copyrighted work.”[5]
Courts analyze fair use as a mixed question of fact and law.[6] Because the resolution of a fair
use defense often requires consideration of facts outside of the complaint, courts sometimes find
that the issue is inappropriate for resolution through early motion practice.[7] Notwithstanding
this fact, numerous courts have “resolved fair use determinations at the summary judgment stage
where ... there are no genuine issues of material fact.”[8] Further, courts have recognized that
there are circumstances when “the only two pieces of evidence needed to decide the question of
fair use” are the original work and the allegedly infringing work.[9] In these circumstances,
resolution of the issue as a matter of law may be appropriate on a motion to dismiss. But as one
New York district court noted, whatever the theoretical possibility of resolving fair use on a
motion to dismiss, “there is a dearth of cases granting such a motion.”[10]
To File or Not to File?
So what are the circumstances in which courts have granted Rule 12 motions on fair use grounds

without discovery?
A review of recent court opinions shows that courts have granted Rule 12 motions where no
discovery is needed to determine that the defendant’s use of the plaintiff’s copyrighted material
squarely falls within the uses set forth in the preamble of the Copyright Act, namely, “criticism,
comment, news reporting, teaching ... scholarship, or research.” Courts have found that these
uses are to be favored under the Copyright Act, and are “deemed most appropriate for a purpose
or character finding indicative of fair use.”[11] Relatively speaking, works intended for criticism
in particular lend themselves to an early disposition given that there is a lack of a protectable
derivative market for criticism.[12] For example, in City of Inglewood v. Teixeira, a copyright
dispute arose between a city and a citizen who used footage of city council meetings to create
YouTube videos that criticized the city and its elected officials.[13] The court found that the
defendant’s videos, which were core First Amendment speech commenting on political affairs
and matters of public concern, were fair use.[14]
For the same reasons, courts also appear willing to dismiss cases where the defendant reproduces
the plaintiff’s work for “news reporting.”[15] A recent opinion, however, notes that courts may
very well need discovery to determine whether a secondary use qualifies as “news reporting or
commentary,” as it may not be unequivocally apparent from a visual inspection that the use
“serv[ed] the public by providing access to important … information.”[16]
Along the same lines, courts have granted Rule 12 motions in cases involving parodies. In
Lombardo v. Dr. Seuss Enterprises LP, a copyright dispute arose between Dr. Seuss Enterprises
and a playwright who authored a comedic play using the characters, plot and setting of a Dr.
Seuss book.[17] The court addressed fair use on a motion for judgment on the pleadings and,
after conducting a side-by-side comparison of the two works at issue, found that the play was a
parody and thus highly transformative and a fair use.[18] The court noted that “although
discovery might yield additional information about plaintiffs’ intent, such information is
unnecessary to resolve the fair use issue; all that is needed is the parties’ pleadings, copies of [the
two works at issue], and the relevant case law.”[19]
On the other hand, many cases do not lend themselves to resolution solely based on a side-byside comparison of the works. The Second Circuit’s decision in Cariou v. Prince may have put
wind in the sails of those seeking early case dismissal by ruling that 25 of 30 works by artist
Richard Prince, as a matter of law, made fair use of plaintiff Patrick Cariou’s photographic
portraits of Rastafarians.[20] While Cariou was decided on a motion for summary judgment, not
a motion to dismiss, its reasoning that these determinations may be made based on a visual
inspection of works may embolden defendants to file dispositive motions before discovery.
However, recent decisions suggest that in cases where the transformative purpose is not obvious
or the lack of potential market harm is not readily determinable such a motion may be unripe.
In TCA Television Corp. v. McCollum, the Second Circuit disagreed with the district court’s
grant of a motion to dismiss on fair use grounds, noting that nothing in the record showed that
the play was transformative.[21][22][23] The court distinguished Cariou on the ground that the
25 works that were deemed transformative as a matter of law in that case altered Cariou’s
original photographs such that they were “barely recognizable” within the new work, while, in
TCA Television Corp., the defendant’s use of Abbott and Costello’s “Who’s on First?” routine

performed by a sock puppet was “almost verbatim” and “without alteration.”[24] As to market
harm, the Second Circuit ruled that the district court “disregarded the possibility of defendants’
use adversely affecting the licensing market for the Routine,” which was pled by the plaintiffs
and must be accepted as true for purposes of a Rule 12 motion.[25]
In Graham v. Prince a professional photographer sued Richard Prince for unauthorized use of his
photo in an exhibition, a catalog, a billboard and a social media post. The court denied Prince’s
motion to dismiss because his work did not make “any substantial aesthetic alterations” to the
plaintiff’s photograph, and a side-by-side comparison of the works was an insufficient record
upon which to rule.[26] Thus, “discovery [would] be necessary to uncover evidence about the
purposes and circumstances under which each of the allegedly infringing works were created, to
ascertain whether certain of the works were commercial in nature, and to identify the markets for
[the photographer] and [the artist’s] works.”[27]
In Dr. Seuss Enterprises LP v. ComicMix LLC, a copyright dispute arose between the rights
owner to the Dr. Seuss book “Oh the Places You’ll Go!” and the author of a Star Trek-themed
mashup book entitled “Oh the Places You’ll Boldly Go!”[28] The defendants moved to dismiss
on fair use grounds. The court analyzed the fair use factors but found that they were almost
evenly split. Ultimately the court denied the motion to dismiss because discovery was required
to develop relevant evidence regarding the fourth fair use factor (market harm).[29]
Takeaway Points
When it comes to fair use cases, counsel may find it tempting to bring Rule 12 motions with the
goal of achieving an early victory for their clients. But when we look at the recent cases in which
courts have granted such motions on fair use grounds, we see that they generally are limited to
the clearest cases of uses falling within the specifically enumerated purposes set forth in the
preamble of the fair use statute, and cases involving expressive works where no discovery is
needed to determine that the secondary use is transformative and would not usurp the market for
the original work.
Thus, before bringing a Rule 12 motion based on a fair use argument, one must frankly assess
the facts of the case and determine whether at this early juncture a court will have the
information it needs to make a finding of fair use. If the case does not involve an obviously
transformative work, pursuing a premature Rule 12 motion may be futile (and it could result in a
denial with unfavorable language). Although the merits of some cases may warrant taking these
risks to avoid the expense of further litigation, given the “dearth” of fair use defenses prevailing
on pre-discovery Rule 12 motions, in many instances counsel may be better off saving the time
and expense of a Rule 12 motion, conducting discovery to obtain information that speaks to the
four fair use factors and then filing a summary judgment motion instead.
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